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DETAILED ACTION 

1 . This action is responsive to the non-provisional application filed on 01/31/2005 
and the Election/Restriction response filed on 01/15/2010. Claims 24-46 are pending. 
Claim 24 is independent. 

Election/Restrictions 

2. Applicant's election without traverse of Species A (Figures 1 -7B) in the reply filed 
on 01/15/2010 is acknowledged. Claims 41-46 are withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected species, there being no 
allowable generic or linking claim. 

Claim Objections 

3. Claims 41-46 are objected to because of the following informalities: Claims 41- 
46 cannot be depending on the cancelled claims. Appropriate correction is required. 

4. Claims 29-34 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claims 29-32 
fails to further limit the subject matter of a previous claim because the closure agent is 
not positively recited in claim 24. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 24 and 27-35 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hershberg (US Pat. No.: 3,572,336). 

In regard to Claim 24 and 27-35, Hershberg discloses an apparatus comprising: 
a housing (10); a plurality of needles (24) coupled to the housing; a stop (bottom/base 
of the case 10) configured to limit translation of the plurality of needles into the tissue; 
an actuator (21); wherein each one of the plurality of needles comprises a distal tip, a 
distal aperture, and a lumen (Fig. 2). 

7. Claims 24-26, 28-35, and 38-40 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Silverman et al (US Pat. No.: 6,251,063). 

In regard to Claims 24-26, 28-35, and 38-40, Silverman et al discloses an 
apparatus comprising: a housing (21); a plurality of needles (Fig. 14) coupled to the 
housing; an expandable member (21 1 ) disposed from a distal end of a shaft (21 7) 
coupled to the housing; an actuator (22) coupled to the plurality of needles; wherein the 
closure agent is coated onto the plurality of needles (when the material is injected from 
the needle, some of the material is coated onto the needles, Fig. 17); wherein each one 
of the plurality of needles comprises a distal tip, a distal aperture, and a lumen (Fig. 14); 
a manifold (98) having an inlet port (Fig. 1). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 0. This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

1 1 . Claims 36 and 37 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Hershberg (US Pat. No.: 5,372,336) as applied to claims 24 and 33 above, and 
further in view of Slater (US Pub. No.: 2002/0143291 ). 

In regard to Claims 36 and 37, Hershberg discloses all the limitations of the 
claims but fails to disclose a radiopaque marker disposed adjacent to the distal tip of 
each one of the plurality of needles and on the distal end of the shaft. However, Slater 
teaches a radiopaque marker (58) disposed adjacent to the distal tip of a surgical 
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insertion tool (26). At the time of the invention, it would have been obvious to modify 
the apparatus of Hershberg to include a radiopaque marker disposed adjacent to the 
distal tip of a surgical insertion tool as taught by Slater. Applicants should note that it 
was well-known to include a radiopaque marker/band adjacent to the distal tip of a 
surgical insertion tool to allow a surgeon to monitor the location of the insertion tool in 
the body. 

12. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Silverman et al (US Pat. No.: 6,251 ,063) as applied to claims 24 above, and further in 
view of Epstein et al (US Pat. No.: 6,835,193) 

In regard to Claim 27, Silverman et al discloses all the limitations of the claim but 
fails to disclose a stop to limit translation of the plurality of needles into the tissue. 
However, Epstein et al teaches an apparatus comprising a stop (15 and 14) to limit 
translation of a needle into body tissue. At the time of the invention, it would have been 
obvious to modify the apparatus of Silverman et al to include a stop as taught by 
Epstein et al for allowing the control of the depth injection of the needle into the body 
tissue (Epstein et al, see Abstract). 

1 3. Claims 36 and 37 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Silverman et al (US Pat. No.: 6,251 ,063) as applied to claims 24 and 33 above, 
and further in view of Slater (US Pub. No.: 2002/0143291). 

In regard to Claims 36 and 37, Silverman et al discloses all the limitations of the 
claims but fails to disclose a radiopaque marker disposed adjacent to the distal tip of 
each one of the plurality of needles and on the distal end of the shaft. However, Slater 
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teaches a radiopaque marker (58) disposed adjacent to the distal tip of a surgical 
insertion tool (26). At the time of the invention, it would have been obvious to modify 
the apparatus of Silverman et al to include a radiopaque marker disposed adjacent to 
the distal tip of a surgical insertion tool as taught by Slater. Applicants should note that 
it was well-known to include a radiopaque marker/band adjacent to the distal tip of a 
surgical insertion tool to allow a surgeon to monitor the location of the insertion tool in 
the body. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 200300281 72 A1 Epstein, Stephen et al. 

US 20020082546 A1 Crank, Justin et al. 

US 71 79266 B2 Kontos; Stavros 

US 5728114 A Evans; Douglas et al. 

US 61 20786 A Cherif Cheikh; Roland 

US 20020123740 A1 Flaherty, J. Christopher et al. 

US 5049141 A Olive; Peter 

US 4863437 A Clarke; Ellis W. 

US 6663647 B2 Reiley; Mark A. et al. 

US 527561 6 A Fowler; Bradford C. 

US 5830125 A Scribner; Robert M. et al. 

US 20020045928 A1 Boekstegers, Peter 
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US 3625793 A Sheridan; David S. et al. 

US 6302870 B1 Jacobsen; Stephen C. et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JING OU whose telephone number is (571)270-5036. 
The examiner can normally be reached on M-F 7:30am - 5:00pm, Alternative Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Uyen (Jackie) T Ho can be reached on (571)272-4696. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J. O./ 

Examiner, Art Unit 3773 
03/18/2010 
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/Melanie Tyson/ 
Examiner, Art Unit 3773 
March 25, 2010 



